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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. " 

" ^SS^^JSSJS^^ 9 avai!able under the P rov 'sions of 37 CFR 1.1 36(a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 
- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely 

Status 

Responsive to communication(s) filed on 26 September 2003 . 
2a)[g] This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) ^j Ciaim(s) 1.6 and 7 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) £>3 Claim(s) 1. 6. 7 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b){J objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
Priority under 35 U.S.C. §§119 and 120 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S C § 1 19(aWd) or (f) 
a)D AH b)0 Some*cO None of: 

1 .□ Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the Internationa! Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received 

13) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1 .78. 

a) □ The translation of the foreign language provisional application has been received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 

Attachments) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). 

2 LJ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5 ) □ Notice of Informal Patent Application (PTO-1 52) 

3) | — [ Information Disclosure Statement(s) (PTO-1 449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 
Claim Rejections - 35 USC §102 
1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 



The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 



2. Claims 1, 6, 7 are rejected under 35 U.S.C. 102(b) or 102 (e) as being anticipated by 
admitted prior art (pages 1-3 of the specification). 

There is no clear indication of when the admitted prior art described in pages 1-3 of the 
specification is published; therefore, the rejection at this time is either 102(b) or 102(e). 
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Admitted prior art in pages 1-3 of the specification describes a semiconductor wafer. The 
wafer is obtained by surface-grinding the front or both surfaces of the wafer (claimed flattening 
one of the surfaces by a surface-grinding means); double side polishing of the wafer; mirror- 
polishing the front surface of the wafer (page 1). The other surface that is subjected to surface 
grinding and not to mirror-polishing would have to be the back surface of the wafer. Even 
thought admitted prior art is silent about etching both surfaces of the wafer. However, as 
described in page 1, the etching step is to remove a mechanical damage layer from the lapping 
step, which laps both the front and back surface. Therefore, the etching step must etch both the 
front and back surface to remove the mechanical damage layer on the front and back surface. 

Even though admitted prior art doesn't describe the front surface is without being 
subjected to surface-grinding. However, the end product would also be the same as claimed 
product since it has a mirror-polished front surface as described above and a back surface having 
micro roughness formed during surface-grinding with a P-V value of 30-50nm and intervals of 1- 
1 0 mm (page 2 of the specification) and this would read on claim 7. Since the patentability of a 
product is independent of how it was made. Ex parte Jungfer 18 USPQ 2d 1796, 1800 (BPAI 
1991); Brystol-Myers Co. v. U.S. International Trade Commission 15 USPQ 2d 1258 (Fed. Cir, 
1989); Ex parte Allen 2 USPQ 2d 1425,1427 (BPAI 1987); In re Thorpe 227 USPQ 964 (Fed. 
Cir. 1985); In re Dike 157 USPQ 581 (CCPA 1968); In re Stephens 145 USPQ 656 (CCPA 
1965); In re Hoeksema 141 USPQ 733,736 (CCPA 1964); In re Smith 74 USPQ 207 (CCPA 
1947), it is a burden to the applicant to show evidence that there is different in the product of the 
admitted prior art and claimed product. Please see Ex parte Jungfer 18 USPQ 2d 1796, 1800 
(BPAI 1991); Brystol-Myers Co. v. U.S. International Trade Commission 15 USPQ 2d 1258 
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(Fed. Cir. 1989); Ex parte Allen 2 USPQ 2d 1425,1427 (BPAI 1987); In re Thorpe 227 USPQ 
964 (Fed. Cir. 1985); In re Dike 157 USPQ 581 (CCPA 1968); In re Stephens 145 USPQ 656 
(CCPA 1965); In re Hoeksema 141 USPQ 733,736 (CCPA 1964); In re Smith 74 USPQ 207 
(CCPA 1947). Burden is on applicants to show differences in product comparisons. Ex parte 
Gray 10 USPQ 2d 1922, 1925 (BPAI 1989). 

Claim Rejections - 35 USC § 103 



3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hajime et 
al. (US 5, 756,399) and Kato et al. (US 5,800,725). 

Hajime teaches a semiconductor wafer which has 2 sides (col. 1, line 45-60). This would 
read on claimed a wafer has opposite front and back surfaces. The wafer also has micro 
roughness remains on the back surface since he also teaches that either surface can be subjected 
to surface grinding (col. 1, line 56-57). This would also read on claimed the front side is without 
being subjected to surface grinding. Unlike claimed invention, Hajime doesn't describe a 
mirror-polishing front surface. Kato teaches a method for forming a semiconductor wafer where 
he describes the front surface is subjected to a mirror-polishing step (col. 2, line 27-30). It would 
have been obvious for one skill in the art to add a mirror-polishing step in light Kato in order to 
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have final mirror surface of the wafer (col. 1, line 24-26). This would produce the claimed wafer 
having front and back surfaces with the grinded back and the mirror-polishing front surface. 
5. Claim 7 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Hajime/Kato as 
applied to claim 6 above, and further in view of admitted prior art. 

Unlike claimed invention, Hajime doesn't describe the micro roughness on the back 
surface has P-V value of 30-50nm and intervals of 1-10 mm. Admitted prior art describes a 
semiconductor wafer having micro roughness on the back surface has P-V value of 30-50nm and 
intervals of 1-10 mm (page 2 of specification) that come from the conventional grinding and 
polishing process. It would have been obvious to one skill in the art at the time of invention to 
determine the micro roughness in light of admitted prior art because admitted prior art describes 
furthers processing parameters that is silent by Hajime. Also as described in page 3, lines 1-6 of 
the specification that it is important or desired to be able to distinguish between the front and 
back surface of the wafer. Therefore, it would be obvious that the micro roughness on the back 
surface would have to be determined through test runs for the distinguishing between the front 
and back surface. 

Response to Arguments 
6. Applicant's arguments filed 9/26/03 have been fully considered but they are not 
persuasive. 

Applicant's argument that the claimed end product has no grinding striations on the front 
surface side but has grinding striations 4 on the back surface side while the applied prior would 
have grinding striations remained on the front surface because the front surface is subjected to 
grinding step. This found unpersuasive because applicant has not provide factual evidences to 
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show so. Furthermore, in response to applicant's argument that the references fail to show 
certain features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., the end product has no grinding striations on the front surface side but has grinding 
striations 4 on the back surface side) are not recited in the rejected claim(s). Although the claims 
are interpreted in light of the specification, limitations from the specification are not read into the 
claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Referring to applicant's argument that applied prior art describes the product is made 
from a different method; however, the patentability of a product is independent of how it was 
made. Ex parte Jungfer 18 USPQ 2d 1796, 1800 (BPAI 1991); Brystol-Myers Co. v. U.S. 
International Trade Commission 15 USPQ 2d 1258 (Fed. Cir. 1989); Ex parte Allen 2 USPQ 2d 
1425,1427 (BPAI 1987); In re Thorpe 227 USPQ 964 (Fed. Cir. 1985); In re Dike 157 USPQ 
581 (CCPA 1968); In re Stephens 145 USPQ 656 (CCPA 1965); In re Hoeksema 141 USPQ 
733,736 (CCPA 1964); In re Smith 74 USPQ 207 (CCPA 1947). 

Referring to Hajime reference, as pointed out by the applicant, either one or both surfaces 
of the wafer are subjected to the surface grinding. In the case of one surface is grinded, it would 
be obvious that the grinded surface would not be the front surface since it has a rough surface 
while the front surface is desired to have a mirror-polishing surface as taught by Kato. 

Conclusion 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DuyVu n Deo whose telephone number is 703-305-051 5. 
DVD 

November 26, 2003 

ROBERT KUNEf^UND 
PRIMARY EXAMfNER 




